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Qpi nion by C ssel, Admnistrative Tradenmark Judge:
On February 9, 2001, applicant, a Del aware

corporation, filed the above-referenced application to
regi ster the mark "LEADERSH P OPUS" on the Princi pal
Regi ster for "executive recruitnent services," in Cass 35.
The basis for filing the application was applicant's

assertion that it possessed a bona fide intention to use

the mark in commerce in connection with these services.
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The Exam ning Attorney refused registration under
Section 2(d) of the Lanham Act, 15 U.S.C. Section 1052(d),
on the ground that the nmark so resenbl es "OPUS
| NTERNATI ONAL, INC.," which is registered! for "executive
enpl oynment recruitment services in the field of [the] food
industry,” that if applicant were to use the mark it seeks
to register in connection with the services specified in
the application, confusion would be |ikely.

Applicant responded to the refusal to register with
argunent that confusion would not be likely because "[t] he
marks are clearly different and distingui shable on their
face" (sic); the common word in both marks, "Qpus," "is not
uncommon” in registered trademarks (a |ist of four third-
party registered marks which include the word "Cpus" was
provi ded); and the trade channels in which registrant
renders its service are different fromthose in which
applicant intends to use its nark.

The Exam ning Attorney was not persuaded by
applicant's argunents, and in her second O fice Action, she
made the refusal to register under Section 2(d) final.

Noting that third-party registrations, by thenselves, are

! Reg. No. 2,417,602 issued on the Principal Register to Qpus
International, Inc., a Florida corporation, on January 2, 2001
The term "1 NTERNATI ONAL, INC. " is disclained apart fromthe mark
as shown.
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entitled to little weight on the question of |ikelihood of
confusion, she concluded that the third-party marks
applicant had |isted are for goods and services in

i ndustries which are different fromthe executive

recrui tment industry.

Applicant requested reconsideration. The request
included a list of thirty third-party registrati ons of
mar ks that consist of or include the word "opus."” None of
the products or services specified in these registrations,
however, appears to be even renotely related to the
recrui tment of executives. Included are such goods and
services as face shields for hairspray, real estate,
construction and architectural services, nedical apparatus,
cl ot hing, conputer prograns, health care publications,
educational services relating to religious instruction,
| andscape gardening, printing paper, nusical sound
recordi ngs, neckties, bird feeders, tobacco and
hydr ocephal i ¢ cat heters.

Applicant's request for reconsideration was tinely
foll owed by a Notice of Appeal. Accordingly, the Trademark
Trial and Appeal Board instituted the appeal, but suspended
action on it and remanded the application to the Exam ning
Attorney for action on applicant's request for

reconsi deration. The Exam ning Attorney noted that
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applicant had not submtted official or electronic copies
of the third-party registrations it listed in its request
for reconsideration, but went on to state that even if
proper copies had been submtted, such registrations would
not be persuasive of applicant's contention that confusion
woul d not be |ikely because applicant and the owner of the
cited registrations both provide essentially identical
executive recruitnment services, whereas the third-party
registrations listed by applicant are for a wide variety of
goods and services, all of which are unrelated to
applicant's services. The final refusal to register
applicant’s mark under Section 2(d) of the Lanham Act was
mai nt ai ned.

Action on the appeal was resuned; applicant filed its
appeal brief; the Exam ning Attorney filed her brief; and
applicant filed a reply brief. Applicant did not request
an oral hearing before the Board.

The issue before us in this appeal is whether
confusion would be likely to result fromapplicant's use of
"LEADERSHI P OPUS" in connection with executive recruitnment
services in view of the registered mark, "OPUS
| NTERNATI ONAL, I NC. " for executive enploynent recruitnent

services in the food industry field.
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The factors to be considered in determ ning whet her
confusion would be likely were set forth by the predecessor
to our primary reviewing court in the case of E. |I. duPont
de Nenours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973).
Chi ef anong these factors are the simlarity of the marks
as to appearance, pronunciation, nmeaning and conmerci al
i npression and the relationship between the services with
which the marks are, or are intended to be, used. Under
certain circunstances, a portion of a mark consisting of
separate el enents can be nore significant in creating the
commercial inpression that the mark engenders than ot her,
| ess prom nent elenents. 1In re National Data Corp., 753
F.2d 1056, 224 USPQ 749 (Fed. Cir. 1988).

When the facts presented by the instant appeal are
considered in light of these principles, we find that
confusion would be likely because the services specified in
the cited registration are enconpassed within the
recitation of services in the application, and the marks
create very simlar commercial inpressions.

Qur determ nation of whether the services of applicant
and the owner of the cited registration are so closely
related that confusion would be |ikely nmust be nmade based
upon the specific ways that the services are identified in

the application and in the cited registration,
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respectively, without Iimtations or restrictions that are
not reflected therein. Qocom Systens, Inc. v. Houston
Comput er Services Inc., 918 F.2d 937, 16 USPQ2d 1783 (Fed.
Cir. 1982). As noted above, applicant identifies the
services with which it intends to use the mark “LEADERSHI P
OPUS” as “executive recruitnment services.” The services
identified in the cited registration are “executive

enpl oynment recruitment services in the field of [the] food
industry.” Because the latter are enconpassed within the
former, for purposes of our resolution of this appeal,
applicant’s services are legally the sane as the services
set forth in the cited registration. “Wen marks woul d
appear on virtually identical goods or services, the degree
of simlarity necessary to support a conclusion of likely
confusion declines.” Century 21 Real Estate Corp. v.
Century Life of America, 970 F.2d 874, 23 USPQ2d 1698, 1700
(Fed. Gr. 1992).

Turning, then, to consideration of the simlarity of
the marks, we note that the dom nant elenent in the cited
registration is the word “OPUS.” The descripti ve,

di sclaimed term nology “1I NTERNATIONAL, INC.” has little, if
any, source-identifying significance. Applicant’s mark
consists of the conbination of the word “LEADERSHI P,” whi ch

i s suggestive in connection with the recruitnent of
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executives, whether they provide |eadership in the food
i ndustry or el sewhere, and the word “OPUS,” which is, as
not ed above, the dom nant elenent in the registered mark.
As applicant points out, “OPUS’” is a noun neaning “work.”
Because the word is usually used in connection with
specific works, |ike paintings or nusical conpositions,
there is a double entendre with the ordi nary neani ng of
“work,” as in enploynent, which makes the term sonewhat
suggestive in connection with the services set forth in the
application and the cited registration. This
suggestiveness, however, is the sanme in connection with
applicant’s services as it is in connection with the
services for which the cited mark is registered, so the
simlarity between these marks is only anplified by virtue
of the inclusion of “OPUS” in both marks. Contrary to
applicant’s argunents, when these two marks are consi dered
intheir entireties, they create simlar comerci al
i npressions. Applicant’s mark appropriates the dom nant
portion of the registered mark and conbines it with a
suggestive word that does not sufficiently distinguish the
two marks.

Applicant’s argunments with regard to the third-party
regi strations of marks which consist of or include *QOPUS

are not well taken. As the Exam ning Attorney correctly
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poi nts out, copies of these registrations were never
submtted, and nerely listing themdid not make them of
record. The Exam ning Attorney presented argunents based
on these registrations only after pointing out that they
were not of record. Accordingly, her objection to the
lists applicant provided is well taken, and we have not
considered these registrations. |n any event, even if
copi es of these registrations had been made of record
properly, they would not have supported applicant’s
argunent that the cited registered mark is weak by virtue
of extensive use by others. Third-party registrations are
not evi dence of use of the marks therein, and, as noted
above, none of the listed third-party registered marks is
for services or goods which are the sanme as or even rel ated
to the services at issue in this appeal. Further, many of
the marks listed by applicant, e.g., “MAGNUM OPUS,” *“QOPUS
M LLENNI UM STORE SYSTEM ” “OPUS MEDI A" and “OPUS FROWS, ”
are easily distinguishable fromthe two marks at issue in
this appeal.

Considered in their entireties, applicant’s nmark and
the cited registered nmark are simlar, and if they were
used in connection with the sanme services, confusion would
be likely. A personnel officer, for exanple, who is

famliar with “OPUS | NTERNATI ONAL, INC.” in connection with
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executive recruitnent services in the food industry, upon
subsequent |y encountering “LEADERSH P OPUS” in connection
with the sane services, would be likely to assune,

m st akenly, that one entity is responsible for the services
rendered under both marks. This is exactly the type of
confusion to which Section 2(d) of the Lanham Act is

di rected.

Even if there remai ned any doubt as to whet her
confusion would be l|ikely, any such doubt we m ght have
woul d have to be resolved in favor of the registrant, not
the applicant. Applicant, as the second coner, has a duty
to select a mark which is not |likely to cause confusion
wi th another mark already in use in the marketplace for the
sane services. In re Hyper Shoppes (Chio), Inc., 837 F.2d
463, 6 USPQ2d 1025 (Fed. Cir., 1988).

DECI SION:. The refusal to register under Section 2(d)

of the Lanham Act is affirned.



